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DETAILED ACTION 

1 . The amendment filed January 30, 2008 is objected to under 35 U.S.C. 1 32(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: The helical 
wound cutting edges added on page 3, par. 3 of the amendment along with the 
amendment to the drawings submitted. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Objections 

1 . Claims 16-17 and 20 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Regarding claims 
1 6 and 20, the independent claim includes the limitations of these claims on lines 5-8. 
Regarding claim 17, the independent claim includes the limitations on this claim on lines 
8-10. 

2. Claim 8 is objected to because of the following informalities: It is believed that 
the applicant omitted "wherein" in line 1 of the claim. Appropriate correction is required. 

Claim Rejections - 35 USC §112 
1. Claims 18-19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

2. Regarding claims 18-19 there is no support in the original specification for helical 
wound cutting edges. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 3, 6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roane 5,145,373 in view of Appleby 4,897,037. 

3. Re claim 3, Roane teaches a drill comprising a shaft having a head which is 
provided with means for a rotatably connection mounting in a drill device (col. 8, II. 19- 
22), a boring drill part formed as a drill tool and including at lease one helical groove, a 
pin projection arranged at a forward end of the drill part, the pin projection having a 
smaller diameter than the drill part and being approximately cylindrical, the pin 
projection including at least one helical groove extending to the at least one groove of 
the drill part and a taper arrange at a transition between the drill part and the pin 
projection as illustrated in fig. 12. 

4. Roane does not teach an abrasive material being arranged on the pin projection 
including at its tip. 
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5. Appleby teaches an abrasive material being arranged on the pin projection 
including at its tip (col. 2, II. 40-41 ). 

6. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby in order to provide a working surface 
with an abrading material as taught by Appleby (col. 1, II. 11-12). 

7. Re claims 4 and 5, Roane does not specifically teach the drill wherein the pin 
projection has a length between 5 and 8 mm and a diameter of 1 .3 to 1 .6, however, it 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Roane since it has been held "[Wjhere the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955) MPEP 2144.05 II A. 

8. Re claim 6, Roane does not teach the abrasive material of the pin projection 
consists of diamond dust. 

9. Appleby teaches the abrasive material of the pin projection 22 consisting of 
diamond dust (col. 2, 1. 33). 

1 0. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby to provide a working surface with an 
abrading material as taught by Appleby (col. 1,11.11-12). 

11. Re claim 7, Roane teaches the drill wherein the pin projection is rounded at the 
tip as illustrated in fig. 12. 
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12. Re claim 8, Roane teaches the drill wherein the diameter of the drill part is at 
least approximately 2 mm and the total length of the drill part together with the pin 
projection is at least approximately 16 mm (see table 1). 

1 3. Re claim 1 0, Roane teaches the drill wherein the at least one helical groove of 
the drill part is arranged to carry away drill material (col. 8, II. 22-24). 

14. Re claim 14, Roane teaches the drill wherein the pin projection is integrally 
attached to the drill part as illustrated in fig. 12. 

1 5. Re claim 1 5, Roane does not specifically teach the drill wherein the transition has 
an angle of 90°, however, it would have been obvious to one having ordinary skill in the 
art at the time of the invention to modify Roane since it has been held "[Wjhere the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955) MPEP 2144.05 II A. 

16. Re claim 16, Roane does not teach the drill wherein the abrasive material is 
coated into the pin projection including the tip. 

1 7. Appleby teaches the drill wherein the abrasive material is coated into the pin 
projection including the tip (col. 2, II. 40-41). 

18. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby in order to provide a working surface 
with an abrading material as taught by Appleby (col. 1, II. 11-12). 

1 9. Re claim 1 7, Roane teaches the drill wherein the at least one helical groove of 
the pin projection extends to a respective one of the at least one helical groove on the 
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drill part and such that it traverses the taper between the drill part and the pin projection 
as illustrated in fig. 12. 

20. Re claim 20, Roane teaches teach the drill wherein the pin projection includes a 
cylindrical sheath as illustrated in fig. 12. 

21 . Roane does not teach the drill wherein the abrasive material is arranged on the 
cylindrical sheath. 

22. Appleby teaches the drill wherein an abrasive material is arranged on the 
cylindrical sheath (col. 2, II. 40-41). 

23. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby in order to provide a working surface 
with an abrading material as taught by Appleby (col. 1, II. 11-12). 

1 . Claims 1 1 -1 3 and 1 8-1 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Roane 5,145,373 in view of Appleby 4,897,037 as applied to claim 3 
above, and further in view of Danger 6,179,616. 

24. Re claim 1 1 , Roane in view of Appleby does not teach the drill wherein the at 
least one helical groove of the drill part comprises a plurality of helical grooves. 

25. Danger teaches the drill wherein the drill part comprises a plurality of helical 
grooves (col. 4, II. 13-15). 

26. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby further in view of Danger since it has 
been held the duplication of parts involves only routine skill in the art (In re Harza, 274 
F.2d 669, 124 USPQ 378 (CCPA 1960) MPEP 2144.04 VI B). 
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27. Re claim 1 2 and 1 3, Roane in view of Appleby does not teach the drill wherein 
the at least one helical groove of the pin projection comprises a plurality of helical 
grooves. 

28. Danger teaches the drill comprises a plurality of helical grooves (col. 4, II. 13-15). 

29. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby further in view of Danger since it has 
been held the duplication of parts involves only routine skill in the art (In re Harza, 274 
F.2d 669, 124 USPQ 378 (CCPA 1960) MPEP 2144.04 VI B). 

30. Re claims 1 8-1 9, Roane in view of Appleby does not teach the drill wherein the 
drill part further includes a plurality of helical wound cutting edges. 

31 . Dander teaches the drill wherein the drill part further includes a plurality of helical 
wound cutting edges 8 (col. 4, II. 13-15). 

32. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Roane in view of Appleby further in view of Danger in order to 
decrease the drilling time as taught by Dander (col. 2, II. 44-48). 

Response to Arguments 
2. Applicant's arguments with respect to claims 3-8 and 10 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

2. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEIDI M. BASHAW whose telephone number is 
(571)270-3081 . The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached on 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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